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Questions

I. Analysis of current law and case law

The Groups are invited to answer the following questions under their national laws:

1. 1.
1.
Is genuine use a requirement for maintaining protection? What is the purpose of requiring genuine use? Is it to keep the register uncluttered and to thereby allow for new proprietors to make use of a “limited” supply of possible marks? Is the purpose of requiring genuine use to protect consumers from confusion as to the source of origin of the goods or services? Or are there multiple purposes?

According to the provisions of the Romanian Law on Trademarks and Geographical Indications 84/1998, republished in 2010 (hereinafter called the Trademarks Law), genuine use is a requirement for maintaining protection.

If, within a period of five years following the registration of the trademark in the Trademark Registry, the proprietor has not put the trade mark to genuine use in connection with the goods or services in respect of which it is registered, or if such use has been suspended during an uninterrupted period of five years, the trade mark shall be subject to sanctions unless there are proper reasons for nonuse.

The purpose of requiring genuine use is to discourage the maintenance into force of registered marks that are abandoned or of marks that are registered with the sole intention to prevent others from using or registering identical or similar signs.      

1. 1.
2.
What constitutes genuine use of a trademark? 

Whereas the Trademarks Law does not include a definition as to what constitutes genuine use, according to the doctrine and available case law the use of a trademark is genuine if it is effective, real and unequivocal. The use must also be public and must be in connection to the goods and/or services for which the mark was registered.

The Trademarks Law stipulates forms of use which also constitute use of a trademark:

· use of the mark in a form differing in elements which do not alter the distinctive character of the mark in the form in which it was registered; 

· the affixing of the mark to goods or to the packaging solely for export purposes; and

· use of the trademark by a third party with the consent of the owner, or by any person entitled to use a collective mark or a certification mark; in such circumstance, use will be considered as if made by the trademark owner himself.

1. 1.
3.
Is use “as a mark” required for maintaining protection? Is use as a business name, use in advertising or use on the Internet sufficient? Is use of a mark in merchandising genuine use for the original products? (For instance, is use of the movie title Startrek, registered for clothing and used on the front of a T-Shirt, genuine use of the mark for clothing?)

Though no express specification is included in the Trademarks Law, use must be “as a mark”. 

Use as a business name alone is not accepted as genuine use, according to available case law. 

Use of a trademark in advertising, such as, but not limited to, affixing it on flyers made for the purpose of advertising the goods and/or services for which it was registered for, is accepted as genuine use. However, it is up to courts’ assessment, exercised on a case – by case basis, to decide if such use, alone, is indeed sufficient to uphold a genuine use claim.

Generally speaking, provided that they are not the only evidences, web pages may be used as acceptable specimens to establish proof of use of a trademark for goods.

With regard to sufficiency of use of a mark in the Internet, this issue is new in Romania and there is not enough case law available to conclude how courts tend to decide on such matters. The main risk in respect to use of a trademark on the Internet is that owners could try to escape the principle of territoriality. On the other hand, account must be given to the evolution of the national business sector and current channels of commerce (i.e. electronic commerce). 

Generally, the use of the mark in merchandising for original products constitutes genuine use as it is accomplished the implicit condition of public use of the mark. As regards the example given above, the mark Startrek, registered for clothing and used on the front of the T-Shirt would be considered as genuine use of the mark.

1. 1.
4.
What degree of use is required for maintaining protection? Is token use sufficient? Is minimal use sufficient?

The Trademarks Law provides that the use must be effective (genuine). The Romanian doctrine also refers to a serious use of a mark, similar to the one defined by the Benelux Court of Justice, in the Winston case. Use of a mark must be genuine, as a result isolated and sporadic acts of commerce cannot be considered serious acts of use/exploitation of a mark. 

The interpretation of "sufficient use", however, leaves a considerable degree of assessment to the courts, exercised on a case-by-case basis. Whether use can be considered "sufficient" depends on the facts and the circumstances of the case, such as: the nature of the use; the scope of the use; the frequency of the use; the regularity and duration of the use; the nature of the goods/services; the nature and size of the trademark owner etc. The circumstances of the case, together with what is held to be customary and commercially justifiable in the relevant sector of commerce, and must indicate that use of the mark is made with the intention to find and maintain a market for the goods/services provided under a trademark, and not merely to maintain trademark rights. 

1. 1.
5.
Is use in the course of trade required? Does use by non profit-organizations constitute genuine use? Does use in the form of test marketing or use in clinical trials constitute genuine use? Does use in form of free promotional goods which are given to purchasers of other goods of the trademark owner constitute genuine use? Does internal use constitute genuine use? 

The Trademarks Law does not provide specifically that use must be made in the course of trade, but this is a requirement that result from the overall text of the law. According to available case law, in the course of trade generally means during and as part of an commercial activity. In the course of trade may also include, for example, using the mark in promotional and advertising activities, displaying the mark in inner or outer spaces etc. 

With respect to the use of a mark by non profit-organizations, the Trademarks Law does not include specific provisions in this respect. The form of organization of the trademark holder or of the person making use of the trademark, or the fact that a business is profitable or not, is irrelevant in the assessment if the use of a mark is genuine. Therefore, use of a mark by non profit-organizations may constitutes genuine use.

Preparatory acts of use, such as searching if earlier marks are registered, ordering labels, packaging, leaflets, are not sufficient to constitute genuine use. Similarly, mere internal use, without an actual effective public use of mark, will not constitute genuine use since the mark would not be visible to actual or potential customers (the use is not public).

Use in the form of test marketing or use in clinical trials may constitute genuine use provided that such use is not exclusively internal. 

As for use in the form of free promotional goods that are given to purchasers of other goods of the trademark owner, such use would not be sufficient evidence of use if the purpose of distributing the promotional goods were to advertise the other products. 

1. 1.
6.
What is the required geographic extent of use? Is use only in one part (or a state in the case of confederation) of the country sufficient? Is use of the CTM in only one EU member state sufficient? Is use only in relation to goods to be exported sufficient? Is use in duty free zones considered to be genuine use? 

The Trademarks Law and its Implementing Regulations distinguish between the geographical extent of use in the case of national trademarks and the international trademarks designating Romania on one side, and Community trademarks on the other side:

"A trademark has to be put to genuine use on the territory of Romania in the case of national trademarks or international trademarks with effects in Romania, or at least in only one part of the European Community, such as in a single Member State of the European Union or European Economic Area in the case of Community trademarks."
Use in only one part of the country for national trademarks and International Registrations designating Romania, and in a single state of the EU or EEA in the case of Community Trademarks, is considered sufficient. The geographical extent of the use may be limited territorially, as the extent may be irrelevant if the mark carries out its function of distinguishing the goods or services of one enterprise from those of other enterprises.

As regards use only in relation to goods to be exported, according to the provisions of art. 46 (2), letter c of the Trademarks Law, affixing the trademark on goods or on their packaging exclusively for the purpose of export qualifies as genuine use of the trademark.

Insofar use in duty free zone is concerned, the Trademarks Law does not include specific provision in this respect, nor there is case law available to see how courts would tend to decide. If such use would constitute genuine use will very much depend on the individual circumstances of every case.

1. 1.
7.
Does genuine use have to take place in the exact form in which the mark is registered? Is use in a different form sufficient? What difference is considered permissible? What if (distinctive) elements are added or omitted? Is use of a mark in black and white instead of colour sufficient (in case of marks with a colour claim) and vice versa? 

The use of the mark in a different form than registered constitutes use of the mark as long as the distinctive character of the mark (as registered) is not altered.

Adding or omitting distinctive elements to a registered trademark is likely to alter the overall distinctivity of the trademark. As a result, the likelihood that such use is generally accepted as genuine use of the registered mark is doubtful.

However, the assessment of a trademark’s distinctivity is generally highly subjective; such assessment is to be exercised on a case-by-case basis.

Using in colour a mark that was registered in black and white, and vice versa, constitutes use of the registered mark only if it does not change the overall distinctivity of the mark. 

More particularly, the doctrine states that if colour(s) is(are) a distinctive feature of the mark and it was (were) claimed in the trademark application, then the mark must be used in colours, as it was registered. 
1. 1.
8.
Does the mark have to be used in respect all of the registered goods and services? What if mark is used in respect of ingredients and spare parts or after sales services and repairs, rather than registered goods and services? What is the effect of use which is limited to a part of the registered goods or services? What is the effect of use limited to specific goods or services? 

The Trademarks Law provides that a mark must be used in connection with the goods and/or services it was registered for. According to available case law, use of a mark in connection with one of the products for which it was registered should be considered sufficient so that all the registered products that are confusingly similar to the product for which the mark was used, to be protected.

Use of a mark for ingredients and spare parts or after sales services and repairs, rather than for the registered goods and services, would generally not constitute genuine use. Use of a mark to refer to an ingredient, for example, does not guarantee the identification of the origin of the registered product. 

As regards the effects of limited use (to a part of the registered goods or services, or to specific goods or services), the mark would be enforceable only in relation to those goods or services for which it was used. 

1. 1.
9.
Evidence of use: How does one prove genuine use? Is advertising material sufficient? Are sales figures sufficient? Is survey evidence required? Are the acceptable specimens for proving genuine use different for goods and services?  Who has burden of proof for genuine use?

Proof of use can be made with any means available. To prove use, the trademark owner may submit any kind of documents that would show that his mark was genuinely used, including but not limited to: packaging, labels, pricelists, catalogues, invoices, business correspondence, written statements regarding turnover and advertising expenses, newspaper advertisements, photographs etc.

Advertising material is acceptable evidence in support of proving use of a trademark. The evidence should show the intensity and length of the advertising, the geographical spread, the investments made with promotion and advertising etc. Advertising material, if genuine, is generally considered sufficient to amount to effective use of a trademark. However, such an assessment will depend on the individual circumstances of each case. 

Sales figures are also acceptable evidence for proving use of a mark. Such evidence would be considered sufficient if it gives a clear indication of the extent of the trademark use. The volume of sales does not necessarily have to be high (this will depend on the nature of the goods/services) but must be genuine.

Survey evidence is not required, but it is acceptable evidence. 

As regards acceptable specimens for proving use, the Trademarks Law does not distinguish between goods and services. Specimens will generally be the same for goods and services, however there are obvious situations when the specimens would be different. For example, proof in the form packaging or labels may be made only for goods since trademarks cannot be directly used on services. 

As regards services, use of trademarks will be made with documents that are generally used directly or indirectly in relation to services, such as business documents – letterheads, business cards, advertising materials etc. 

In respect of the burden of proof of the use of the trademark, this burden always rests with the trademark owner. 

1. 1.
10.
If the trademark owner has a proper reason for not having put his mark to genuine use, will he be excused? What constitutes a proper reason for non-use? If the non-use is excusable, is there a maximum time limit? If so, is the time limit dependant upon the nature of the excuse?

According to the provisions of the Trademarks Law, the trademark owner will be excused if there are proper reasons for non – use. Proper reasons is defined as the impossibility to use the trademark due to circumstances beyond the control of the trademark owner, such as for example restrictions on import or other limitations or measures set out by public authorities in respect of specific goods or services. 
There is no maximum time limit in which the non – use is excusable. 

1. 1.
11.
Within which period of time does use have to take place? 

As regards the period of time when use has to take place, this period is 5 years as from the date the trademark is registered in the Trademarks Register. 

The decisive date for the beginning of the period of five years is the date the mark was registered in the Trademarks Register. In the case of national marks and Community trademarks, the registration date is recorded in a trademarks file. 

In the case of International Registrations, the start date is not commonly interpreted; the start date for calculating use of International Registrations designating Romania is, generally, the date when the 12 months after the entry of the mark in the International Register for Designated Offices to issue a provisional refusal of protection expires. 

If a provisional refusal was issued, generally the start date for calculating use is the date when the proceedings in respect of the International Registration has been finally concluded and a final notice has been sent to WIPO by the Designated Office.

A trademark may still be revoked if its use is initiated or resumed within 3 months preceding the filing of a revocation action and after the owner having obtained knowledge of the intention of filing of the request for revocation.

1. 1.
12.
Does use of the mark by licensee or distributor constitute genuine use for maintaining protection? If so, does the license have to be registered? If so, are there any requirements to be met by the trademark holder (the licensor) to maintain the trademark (e.g. quality controls, inspections or retaining a contractual right to control or inspect)?

Use of the mark by the licensee or a distributor, if genuine, constitutes genuine use for maintaining protection. However, if the conclusion of the license agreement is not followed by its execution than the license agreement would not amount for genuine use of the mark.

There is no obligation to register a license agreement with the Patent and Trademark Office. The Trademarks Law only provides that a license must be registered so that it can be invoked against third parties, but failure to record a license does not affect the validity of the license agreement or using it to support genuine use. Proof of use by a licensee can be used to show use or enforce trademark rights in Romania even if the license agreement was not recorded. 

1. 1.
13.
What are the consequences if a mark has not been put to genuine use? Who may apply for a cancellation and in what circumstances? Is a defendant in opposition proceedings entitled to challenge the opponent and demand proof of genuine use of the earlier mark? If so, under what circumstances?

If a mark has not been put to genuine use, said mark can be revoked. 

According to the art. 46 (1) of the Law, only interested parties may apply for a revocation action. An “interested party” is a person with a legitimate interest in a trademark application or a registered trademark, and which’s interest could be prejudiced by an existing registration.  The decision if a person has an interest in obtaining revocation of a trademark is left to the court’s assessment, exercised on a case-by-case. 

The general criteria considered in assessing the existence of an interest are:

-
the interest is legitimate, that is the interest must not be contrary to public order;

-
the interest is born and actual (the interest must exist at the date of filing the revocation action);

-
the interest is personal and direct: the decision in the revocation action should benefit to the person that filed for the revocation.

In opposition proceedings, the applicant (the defendant) is entitled to challenge the opponent and demand proof of genuine use of the earlier mark during five years preceding the date of publication of trademark application being opposed. 

The opponent would need to prove that his earlier registered mark has been put to genuine use in connection with the goods or services in respect of which it is registered or, if the mark has not been used, that there are proper reasons for non-use. Failure to make such proof in respect of all goods or services cited against a trademark application in opposition proceedings will lead into the opposition being rejected in respect of those goods or services. 

1. 1.
14.
Assuming a trade mark owner has not made genuine use of his mark within the prescribed period, can he cure this vulnerable position by starting to use in a genuine way after this period and will he then be safe against requests for cancellation or revocation? Is it allowed to re-register a trade mark that has not been genuinely used in the prescribed period of time?

Starting or resuming to genuinely use a trademark would eliminate the vulnerability to revocation actions, provided that the start or resume did not occur within three prior to the filing of the revocation action and after the owner having obtained knowledge of the intention for filing the action. 

Re-registration is allowed in Romania; there are no legal impediments against re-registration of a trademark that has not been genuinely used in the prescribed period of time. 
II. Proposals for adoption of uniform rules

The Groups are invited to put forward proposals for adoption of uniform rules as concerns the requirement of genuine use for maintaining protection. More specifically, the Groups are invited to answer the following questions:

1. 1.
15.
What should the purpose of the uniform rules be? Should the rules address either or both purposes of protecting the consumers from confusion and of keeping the register uncluttered for new/potential trademark registrants?

The purpose of the uniform rules should address the keeping of the register uncluttered for new / potential trademark registrants. 

16.
Should there in your opinion be a threshold to the “genuine use”, such as a de minimis rule for a trade mark? If so, what would be suitable threshold? Should the rule be construed differently for large co-operations than for small businesses?
The assessment of how much use is sufficient to amount to genuine use depends on the individual circumstances of the case. Since the Trademarks Law does not include specific criteria to consider in assessing the extent of use, this assessment is generally subjective and the decisions are not always uniform. Therefore, setting up de minimis rule for trademarks would be beneficial in order to eliminate discrepancies between decisions in similar cases.

A suitable threshold to the genuine use would be beneficial, but it is difficult to establish sufficient scale of genuine use based on a quantitative approach. Consideration should be given to the size of a business, but also to other considerations such as the business sector and the nature of the goods and services.    

1. 1.
17.
To what extent should it be possible to use a mark that differs from the representation in the register and maintain protection? Should it even be possible to add or omit elements of a registered figurative mark and maintain the trademark? How should the system ensure that registers are reliable for third parties and yet provide some flexibility for the trademark holder when using the mark in commercial activities? 

Use in other form than registered should be acceptable as long as the distinctive character of the mark (as registered) is not altered.
1. 1.
18.
Should the requirement of genuine use deemed to be met if the use is limited to one product or service out of several registered? Is it in your opinion reasonable that a trademark holder can “block” an entire product category by using the mark for only one type of product within the category?  If not, what kind of standard should be adopted?

Use of a mark in connection with one of the products for which it was registered should be considered sufficient so that all the registered products that are confusingly similar to the product for which the mark was used, to be protected. Maintaining protection for the product / service category would be beneficial for consumers by avoiding confusion as the source of origin of the goods and services in the same category. 

1. 1.
19.
What would be a suitable grace period for genuine use?

A grace period of 5 years is appropriate for genuine use. 

1. 1.
20.
What circumstances should justify non-use? Should different criteria apply for different industry sectors (e.g. pharmaceuticals and other industries where authorities typically require particular market approvals which could delay the use of a trademark)? Should the criteria be more stringent the longer the period of non-use is?

Non-use could be justified for both natural and legal obstacles, such as force majeure and approvals from authorities or special procedures for releasing a product or a service. 

Defining different criteria for different sector would be justifiable, however the determination as to what constitutes excusable non-use must be essentially carried out having regard to the circumstances of each case which returns to its own facts. Stating very specific justifiable circumstances for different industry sectors might not have a practical result since reasons to justify non-use might not apply to all businesses even from the same industry.     

1. 1.
21.
Should any use of a trademark by entitled third parties be attributed to the proprietor? Should there be a difference between licensees and independent distributors and will registration of a license be necessary? 

Since the function of a mark is to indicate the origin of the goods or services, use of the mark by entitled parties, such a licensee or a distributor, must benefit to the proprietor. 

However, as opposed to distributors, licensees intervene in the actual manufacturing of goods or rendering of services. Therefore, imposing requirements to be met by the trademark holder (the licensor) to maintain the trademark - e.g. quality controls, inspections etc. - could be advantageous. Such requirements would be beneficial for consumers, which could get confused if, for example, the quality of the licensee's goods or services would not be as expected from the trademark owner.  

1. 1.
22.
Should there be an exception from the genuine use requirement in some cases?

Exceptions from the genuine use requirement would be applicable in relation to goods or services that, by their nature, are present on the market on a cyclic basis such as, for example, major sport events. Such situations would be very rare in practice therefore, in deed, amending laws just to include them would not justify. 

1. 1.
23.
Should there be uniform rules addressing the issue whether the cancelled trademark should be eligible for re-registration immediately upon the cancellation decision? Should other parties’ interests than those of the new registrant be taken into account, e.g. consumers’ interests in avoiding confusion as to the nature and quality of goods and services that might be expected under a particular mark? 

It would be useful to set uniform rules regarding re-registration of a trademark immediately upon the cancellation decision.
SUMMARY

Genuine use is a requirement for maintaining protection in Romania and the applicable rules are generally uniform with those of Community Trademarks.

The purpose of requiring genuine use is to discourage keeping alive registered marks that are abandoned or are registered with the sole intention to prevent others from using or registering identical or similar signs. Another reasoning of the genuine use requirement is to discourage or to facilitate expedient termination of conflicts between two marks in opposition proceedings when there is no real economic advantage resulting from keeping the earlier mark enforceable.   

To be considered genuine, use of a mark must be effective, real and unequivocal; the use must also be public and in connection to the goods and/or services and the territory for which the mark was registered. 

The assessment of how much use is sufficient to amount to genuine use depends on the individual circumstances of the case and is subjective. Therefore, setting up de minimis rule for trademarks use would be beneficial, to avoid discrepancies between decisions in similar cases.
RÉSUMÉ

L'usage sérieux est une exigence pour maintenir la protection en Roumanie et les règles applicables sont généralement conformes à celles des marques communautaires.

Le but d'exiger  un usage sérieux est de décourager le maintien en vie de marques enregistrées qui sont abandonnées ou qui sont enregistrées dans le seul but d'empêcher autrui d'utiliser ou d'enregistrer des signes identiques ou similaires. Une autre raison de l'exigence d'un usage sérieux est de décourager ou de faciliter la résolution de conflits entre deux marques dans les procédures d'opposition quand il n'y a pas de réel avantage économique résultant du maintien de la marque antérieure exécutoire.

Pour être considérée comme sérieuse, l'utilisation d'une marque doit être effective, réelle et sans équivoque; l'utilisation doit également être publique et dans le cadre des biens et / ou services et le territoire pour lesquels la marque a été enregistrée.

L'évaluation de combien un usage est suffisant pour constituer un usage sérieux dépend des circonstances particulières de l'affaire et est subjective. Par conséquent, la mise en place de  règle minimis pour l'utilisation des marques serait bénéfique, pour éviter des discordances entre les décisions dans des cas similaires.

ZUSAMMENFASSUNG
Das Erfordernis der ernsthaften Benutzung ist Voraussetzung für die Aufrechterhaltung des Markenschutzes in Rumänien. Die geltenden Vorschriften stimmen grundsätzlich mit denen für Gemeinschaftsmarken überein. 
Das Erfordernisses der ernsthaften Benutzung bezweckt, dass eingetragene Marken nicht aufrechterhalten werden, die aufgegeben worden sind oder mit der einzigen Absicht aufrechterhalten weden, andere an der Nutzung oder Eintragung identischer oder ähnlicher Zeichen zu hindern. Eine weitere Begründung des Erfordernisses der ernsthaften Benutzung ist es, Konflikte zwischen zwei Marken im Widerspruchsverfahren zu verhindern, wenn die Aufrechterhaltung der älteren Marke keinen echten wirtschaftlichen Vorteil mit sich bringt. 
Ernsthafte Benutzung verlangt, dass die Benutzung einer Marke effektiv, real und eindeutig ist; die Benutzung muss auch öffentlich sein und in Verbindung mit den Waren bzw. Dienstleistungen sowie dem Gebiet, für welche die Marke eingetragen wurde, stehen.

  Die Beurteilung, wieviel Einsatz für eine ernsthafte Benutzung ausreicht, hängt von den individuellen Umständen des Einzelfalls ab und ist subjektiv. Daher wäre eine de minimis Regel von Vorteil, um so Diskrepanzen zwischen Entscheidungen in ähnlichen Fällen zu vermeiden.

